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In the context of everyday life,

diﬁpnmgumum means “to lower in rank or reputation” or “to

depreciate ... or speak slightingly about.™ But what does it mean

in the context of trademark law? The answer to this question

implicates the rarely used Scction 2{a) of the Lanham Act, 15

US.C. § 1052(a). Although infrequently encountered in everyday

trademark practice, the Trademark Trial and Appeal Board
(“TTABR™) of the United States Patent & Trademark Office

(“USPTO"™) recently cancelled the famous “Redskins™ trademarks

associated with the Washington, DC, National Football Leaguc

(“NFL"™) team.” This decision enjoved wide press coverage, with

the merits of the decision debated by everyone from sparts radio

talk show hosts to football fans. But it probably won't end there.

The cancellation likely will breathe new life into the doctrine, with

interest groups and individuals from such groups relying on it to

address rademarks that allegedly cause them reputational harm, as

well as markerplace participants using it as another arrow in their

quiver to attack trademarks used by their competitors.’

Pre-Game:
What Is aTrademark
Disparagement?
There is a two-part test to determine if a
trademark is disparaging or not.

First, the rricr of fact must determine
what is the meaning of the marter in ques-
tion as it appears in the rademarks, and as
those trademarks are wsed 0 connection
with the goods and for services identified
in the trademark registrations. Second, the
trier of fact must determine if the meaning
of the trademarks & one that would be
found disparaging vo a substantial compos-
ite of the relevant group (ws., the group
allegedly disparaged by the trademark and
referenced thereby).*

Both questions are to be answered as
of the varions daves of registraton of
the involved rrademarks, In doing so, the
doctrine is structured in a way to prevent
hindsight bias, which could resule if the
specific views taken into consideration in
the disparagement calculus were conrem-
porary views of the relevant population.®
Cancellanon s only granted with “due
caution™ and “after a most careful study of
all the faces.™
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Ironically, the phases of the Redskins
trademark dispute can be viewed as a barrle
between two sides (individual Naove
Amencans versus Pro-Football, Inc.,” the
owner of the Redskins' wrademarks) over
four time perinds—akin to a foorball game,

First Quarter:
Redskins Defense Dverwhelmed
by Powerful Dffense
To understand how the contours of the
disparagement  doctnine will take shape
going forward, an examination of the
RFaedskins trademark decision is required.
To do thar, we go back o 1992, when
seven Mative Americans filed a perition
against Pro-Football in the TTAB to can-
cel six “Redskins”™ trademark registrations
om the grounds of disparagement.®

After seven vears of litigation, the
TTAB held that the Redskins trademarks
were disparaging to Natve
Americans at the tme when
they were registered and
cancelled the registrarions.”
It appeared that the
RBedskins marks had been

| defeared, Bur Pro-Football

ran 2 play from it playbook thar would
change the ourcome: laches.

Second Quarter:

Redskins Take the Lead After Tough
Back-and-forth

Pro-Football appealed the decision pur-
suant to 15 USCo § 1071(b), which at
that time allowed for the appeal of a TTAB
decision by filing a civil acton in the
United States District Couwrr for the
District of Columbia.*® In Pro-Fasrball Tnc.
1 Hargo, the court reversed the cancella-
tiens, concluding that the evidence did
not support the conclusion of disparage-
ment. The court also said that even if the
trademarks were disparaging, the Native
Americans who filed the cancellation peti-
tion were barred from obtaining relicf on
the grounds of laches,”

The Harjo petitioners appealed the
decision to the Umited States Court of
Appeals for the District of Columbia
Circwit, which reversed the laches conclu-
sion as o one of the Native Amencans who
filed the petition and remanded.” The dis-
trict court on remand found that laches
barred the claim in light of the (i) petition-
ers” inaction over cight vears in filing to
diligently bring forth and proscoure their
claim and (i) resulting prejudice, both
cconomic and ar erial, suffered by Pro-
Foorball, which had invested significantly
in the rrademarks over that entire period.

Again, the matter went up on appeal,
but this ome the DUC. Circait affirmed,
finding it would be inequitable 1o allow
the Native American petitioners success on
their cancellagion petition on the grounds
of laches. Notably, the DUC. Circuit
resolved the case solely on laches groumds,™
Thus, the offense knew whart it needed o
dao in the second half: find peritioners who
had not sat on their dghts and would not
be subject to the lches defense, and hone
the disparagement argument that prevailed
the first time around at the TTABR in
Harje.
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Third Quarter:

Redskins Let the Offense Score:
Trademark Registrations Cancelled

In Amandn Blackborse, Mavens Brige-
Cloned, Philip Gover, Jillian Pappan, and
Conreney Troriglr v Pro-Foorlvall, Tie,," the

TTABE was again faced with derermining iff

the six Redskins mrademarks were disparaging
under Section 2{a) of the Lanham Act and,
it so, 1f the defense of laches nonctheless
barred cancellation, Six Native Americans
comtended in their petition thar the six
rrademarks were disparaging of Narive
Americans at the tme when the trademarks
were registered —different vears from 1967
!|'|l'|:l|,|5|!l |Wi]—,||14,1 l:'|'||.|.~. [45W I;,'I:l[:iﬂl.,'l_1 [ (¥
federal trademark protection by a rrade-
mark registration.

Here, the TTAR focused on answening
the following question: Was the werm “red-
skins™ disparaging 1o Native Amenicans at the
oime that the trademarks were registered?
The TTARB, on June 18, 2014, answered
this question afficmatively and rejected the

laches defense, In applving the fisst part of

the disparagement test (what is the mean-
ing of the matter in question as it appears in
the miarks and as those marks are used in
connection with the gl:-u-d\ and services
identified in the mmademark registrarions),
the TTAR found thar the disparagement
claim only pertained to the term “redskins,”
not the Native American imagery used
by the team,"” and thar “redsking™ clearly
referred to the NFL team and carried with
it the allusion to Native Americans inherent

i the onginal definition of that word."”
On the second part of the test (is the
meaning of the marks one thar may dispar-
age a substantial composite of the relevant
population, mz., Natve Amencans!), the
TTAB relied on two categorics of evidence:
(1} general analysis of the word and (i) the
specific views of Native Americans at the
time of registration. As to the former, the
TTAE relied heavily on old dictionanes that
indicated under the definition of “redskins™
ghat the rermy was often offensive. OF criri-
cal importance to the TTAR, and heavily
relied on by the petinoners, was the fact

that the aldest such dictionary reference
o the offensive namure of “redskins”™ was
from the Random House Unabridged First
Edition in 1966—one vear before the first
Bledskins trademark registration.” For 1859
o 1965, however, there was no such refer-
enge, ' Then, beginning i 1966, the num-
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The tradem:
must be found
to be disparaging
when the
trademark was

registered.

beer of dicticnary entries indicating the term
“redskins™ was offensive increased.  The
entrics included restrictive usage labels for
“pedskins™ ranging from “not the preferred
term™ to “often disparaging and offensive.™

Then, the TTABR looked at evidence
related to the specific views of Nanive
Americans on the term “redsking.” One
piece of evidence they examined was a res-
olution from the National Congress of
Amencan Indians (“WCAI™), winch repre-
sented  about 300 percent of  Narive
Americans.” Specifically, the NCAL execu-
tive council in 1993 issued a resoluton
that set forth both the past and ongoing
viewpaoint of Native Americans on the
term’s offensiveness,™ So what the TTAR
did, in essence, was accept the NCAI reso-
lution frem 1993 as “represent{ing] the
views of a substantial composite of [what |
Marive Amencans” believed in rhe pass as
probarive of wherther Native Americans
acoually considered the term offensive back
when the Redskins trademarks were first
registered i 1067

Ancaher piece of evidence thar the
TTAB relied on was a 1972 meeting of
the WCAL President with then Redskins
part-cowner and preadent Edward Bennert
Williams requesting thar the wam <case
using “redskins” Decase it was di-.p.magjng."

They also considered the Michigan Civil
Riphee Comnpigitonr Repors on U of
Nicknames, Lagos and Maseors Depicring
Native American People in Michigan
Edwenteon Institutrons ( 1988), which refer
enced NCADs effors o have the team’s
name changed,™ as well as 19 letters written
during the 1972-1993 tmeframe from
individuals across the United States whis
identificd themselves as Narive Americans.
The letters were sent to past 1Cam oWnRErs
amd protested the use of the term *“red-
skins, ™

With all that evidence taken together,
the TTAB found thar, at a minimum,
approximarely 30 percent of  Marive
Americans—considered a substantial com-
posite—tound the term “redskins” used in
connection with the football team o be
disparaging at all vmes, including during
the vears corresponding 1o the registration
vears for the trademarks (1967, 1972,
1974, 1978 and 1990), which warranted
cancellation on the grounds of disparage-
ment pursuant o Section 2(a) of the
Lanham Act.”

Pro-Football had one last drive: its pre-
viously successful laches defense. However,
this time the TTAB rejecred it. The TTAB
fourned thar laches did not apply 1o a dispar-
agement claim where the disparagement
pertains to a group of which the individual
petitioner simply comprises one or more
members.”™ The TTAR also found it diffi-
cult to justify balancing any economic harm
to the Washington foothall organization
against human dignite.™

Furthermore, the TTAR noted thar in
andd courts had “routinely held thar where
there 15 a broader public policy concern ar
issue, the equitable defense of laches does
not appl.™ Coupled with Pro-Football's
failure vo show “thar any one of the [ped-
tioners] hald] unreasonably delaved in
bringing the petiion to cancel™ or that
Pro-Football “hald] been prejudiced™ by
“the eleven and fifteen month delays of
[peritioners] Tsorgh and Pappan®™ upon
which the laches defense was based, the
TTAB held there was insufficient support
in the record to bar cancellation on the
grounds of laches.!

One of the three administrative judges
om the panel dissented. In his dissent, the
judge chided the maonn’s heavy reliance
o the dictionary evidenee, which he called
“ingonclusive, ™™ He also found unreliable
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the evidence to corroborate NCAID mem-
bership to justify 1t opinions as reflective
of those of a “substantial composite™ of
the Native American population.” Lastly, he
poanted out that, upon his reading of the
record, there was simply insufficient evidence
to suppart that a substantial composite of the
Mative American population, from 1967
1990, found the term “redskins™ specifically

in connection with the team disparaging. ™

Fourth Quarter:

Effect Felt, Appeal of Decision Initiated,
Who Will Win?

Right now, going into the pending Fourth
Carter appeal,™ here is whar Pro-Football is
facing, as it is down ar present in the game,
Pro-Football can soll use “redskins.™ The
TTAB decision has the effect of cancelling a
federal trademark. regstration that, although
et without effeets,™ docs not foreclose the
use of any one or more of the mademarks by
the team™ However, the team must tread
cautiously in its marching up and down the
ficld going forward when expresing its
intent to continue use of the term, as it has
faced some resulting backlash, with some in
the press expressing their dismay with this
intransigence by simply refusing to use the
“redskins™ term to refer to the wam,™
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Team owner Dantel Snvder, no stranger
to controversy, will have to deade how
o limee wp his team in this Fourth Quarter,
Specifically, he must (i) maximize his chance
of success in having the Eastern District of
Virginia reverse the TTAR decision below,
(i) present as favorable a record on further
appeal of the evenmual decision of the
Eastern District of Virginia to the Federal
Circuit should that come to pass, and (i)
minimize the probability of the U5,
Supreme Court granting certiorari, surcly
bound 1o cause even more severe ﬂl:g.ﬂli't"l.‘
publicity for the ream, to finally end the
long dispute omce and for all.

What About Other Games?

It would be naive 1o belicve thar this deci-
ston will not be reviewed avidly by interest
groups or marketplace compenitons o see
hew it could benefit them in their bartes
w climinate (i) perceived reputational
harm from the continued wse of alleged
disparaging trademarks or (i) 2 competi-
tor's continued use of a wademark tha
could legitimatcly be considered as dis-
paraging. The key limitation thar these
partics intent on using the doctrine wall
face is the requirement that the trademark
must be found to be disparaging wlen sl

endnotes

tradenmark was registered.

So, for example, Mabive American
groups will be very hard pressed o succeed
in cancellation of any registered trademarks
that contain the word “Indians,” because
it is quite likely that the term—still used in
common parkance today o refer o Natve
Americans—was not considered  disparag-
ing when the suspect trademark was regis-
tered. In fact, it is quite likely that if the
Washington team changed its name to the
“Indians™ or the name of a particular tribe,
the ream would nor face 3 viable disparage-
ment-based opposition™ or cancellation
claim from MNative Amencans,

In addiion, terms whose connotation
may have shifted with the sands of time
would sall be difficult to cancel because
what 15 relevant s not any contemporary
connotation but rather its connotation at
the time when a mark was registered.

Fimlly, discovery battles loom large in
any case where this doctnine is implicated in
determining what is or is not a substantial
composite of the relevant group that finds
the suspect trademark disparaging.® In any
event, a rarely used doctrine in trademark
law has received a good dusting and
revealed what s a very strong basis of
amacking a eradermark, B

Section 144 3) of the Lanham Act
based on Section 2(al, to deter-
mine if the evidence made of
record in a case established tha
the rademarked rerm was dis-

Phlip Gover, Jillian Pappar, and
Courrricy Tirtial 3 Pro-Football
e, 2014 WL 2757516
(Trademark Tr. & App. Bd. June
18, 2014}, is wvailable through
the TTABE's TTABVUE svetem a
hirepe S Amabvue. uspro.gov ‘tab-
vue Svigreadvioprocsans=All&p
noe=S 30446 1 85 & propnosdgs=-Ep

nwmm,np—&pmmmnl;\-&mm-
3= - - -
= The wrademarks cancelled are
Registrations (1) Mo, 0,836,122
(THE REDSKINS, stylized font
shown below), firse registered on
Sep. 26, 1967, for “enterain-
ment services = mamely, football
exhibitions rensdered in stadia and
throngh the meds of radio of
rebevision broadeasis™ in Class 41
[education and entertainment
services), (2) Mo, 0978824
(WASHINGTON REDSEINS),
first registered on Feb. 12, 1974,
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design shown below), for “enter-
tamment services - namely, pre
sentagions of professional foot-

i o

ball conrests,™ in Class 415 (4) 3. However, any marketplace par-
N, 0,987,127 (THE RED- ticipant, in secking to cancel a
SKINS and design shown competitor's trademark through
belenw, fiest registered on June a petition filed with the TTAR
25, 1974, for “enterainment o the grounds of disparage-
services - mamely, presentations ment, would still have to have
of profiessional football contests™ the requisite standing to bring
in Class 41; (5) No. 1,085,092 such an acricm, which would
[REDSKINS), first regstered require 2 showing thar it

Febs, 7, 1978, tor “entertainment “believes thar [it] &5 or will be
serviogs = namicly, presentation damaged™ by the continued

of professional foothall contests™ registration of such alleged reg-
in Class 41; and (6) No. istered disparaging rrademark.
1,606810 ( REDSEINETTES), 15 ULS.C 8 L (Secuion 14
first registered on July 17, 1990, of the Lanham Act),

for “entertainment services, 4. In re Greller, 751 F.2d 1355

namely, cheerdeaders who per-
form dance rourines at profes-
sional football games and exhibi-
tiens and other personal appear-
ances™ in Class 41,

w

{Fed. Cir. 2014).

. The provisons of Section 2a)
of the Lanham Act require the
TTAR, when faced with 2 pen-
tiom 0o cancel broughe under

paraging to a substantial compos-
e of the relevant groug at the
time cach of the challenged regis-
wrations issued. Cansorsio el
Prosenieto di Parma v Parma
Sangrge Prods. Tue, 23 USPQ.
2d 1894, 1898-99 (Tradermark Tr.
& App. Bd. 1992) (citing Secion
144 3)'s lamgmiage of “registration
was abtained ., contrary to the

provisions of ... ailbection (4) ...
of section 27).
. Rockweod Chocolnte Co. n

Hoffiman Candy Cr, 372 F.2d
552 (C.C.PA 1979),

. Pro-Football, Inc. is a Maryvland

coqporation with a pancipal place
of business in Ashbumn, Va., the
home of the Redsking oeganization
itself, which cwns the “Redsking™
rademarks hips: < Ssocelile soc,
virginia.gov,/ Busivess F034 104,

8, Cancellation Proceeding No.

92,021,069, Susan Harjs,
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